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DETAILED ACTION 

1. Claims 1-31 and 78 are pending. 

2. The Preliminary Amendment A filed 03/07/01 canceling claims 32-77 and 79-94 
has been entered as paper no. 4. 

3. The Power of Attorney filed 06/25/01 has been entered as paper no. 5. 

4. The IDS filed 07/12/02 has been entered as paper no. 6 and the IDS filed 
1 1/06/03 has been entered as paper no. 7. 

Claim Objections 

5. Claims 1,21, 26, and 31 are objected to because of the following informalities: 
Claim 1 has the acronym "FSO" in the body of the claim and does not have what TSO" 
stands for in line 10 of the claim. The claim should read "Financial Service 
Organization (FSO)". Claims 21, 26, and 31 have a similar problem. Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1, 2, 6, 21, 22, 26, 27, and 31 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. Claim 1, lines 13-21 read 
"wherein the computer system is configured to receive a first FSO transaction-related 
data, wherein the computer system is configured to read the selected plurality of field 
identifiers .... wherein the computer system is configured to access and read a first 



Application/Control Number: 09/699,037 Page 3 

Art Unit: 3624 

processing parameter and wherein the computer system is configured to process 
the first FSO This is very vague and confusing with so many limitations beginning 
with "wherein". This makes the claim language redundant. Claims 6, 21, 22, 26, 27, 
and 31 have a similar problem. 

8. Claim 2, page 36, line 5 contains a conditional statement. It is unclear what 
happens "if the first data does not compare equally to the FSO transaction-related data 
contained in the fields of the first FSO Clarification in the claim language is 
respectfully requested. 

9. Claims 6-20, 31, and 78 are rejected under 35 U.S.C. §1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. In particular, 

A. Claims 6, 31 , and 78 are not sufficiently precise due to the combining of 
two separate statutory classes of invention in a single claim. The preamble of the claim 
refers to a method, but the body of the claim discusses the specifics of the system of a 
Financial Service Organization (FSO) (ex. displaying one or more key elements, and 
selecting one or more key element representations), and subsequently the claim then 
deals with the specifics of a method (the steps ex. preparing a key definition from the 
one or more key elements, storing the key definition, configuring the key definition 
stored in a database for use in preparing a processing key value from a transaction 
related data) in a FSO computer system. 
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B. Claims 7-20 are rejected as being dependent on claim 30 as discussed 

above. 

Claim Rejections - 35 USC § 101 

10. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

11. Claims 6-20, 31, and 78 are rejected under 35 U.S.C. §101 because the claimed 
invention is directed to non-statutory subject matter. 

35 USC 101 requires that in order to be patentable the invention must be a "new 
and useful process, machine, manufacture, or composition of matter, or any new and 
useful improvement thereof (emphasis added). Applicant's claims mentioned above 
are intended to embrace or overlap two different statutory classes of invention as set 
forth in 35 USC 101 . The claims begin by discussing a method (ex. preamble of claims 
6, 31, and 78), the body of the claim discusses the specifics of the system of the 
Financial Service Organization (FSO), and subsequently the claim then deals with the 
specifics of a method (the steps) performed by the Financial Service Organization 
(FSO) (see above rejection of claims under 35 USC 112, second paragraph, for specific 
details regarding this issue). "A claim of this type is precluded by the express language 
of 35 USC 101 which is drafted so as to set forth the statutory classes of invention in the 
alternative only", Ex parte Lvell (17 USPQ2d 1548). 

The method claims appear to be directed more toward system claims than 
method claims. 
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Suggestion: Claim 6 should read "A computer-implemented Method" in order to 
determine that the steps are performed by a computer. Claims 31 and 78 have a similar 
problem. A computer, a network, or a machine must be in the preamble and the body of 
the claim to perform the method in order for the claim to comply with being technological 
and patentable. 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 1-5 and 21-30 are rejected under 35 U.S.C. 103 (a) as being 
unpatentable over (US 5,907,848) Zaiken et al, hereafter Zaiken in view of (US 
5,864,679) Kanai et al, hereafter Kanai. 

As per claims 1, 21, and 26, Zaiken teaches, A method of configuring a 
computer system for receiving and processing Financial Service Organization (FSO) 
transaction-related data, wherein each FSO transaction-related data is defined by a 
plurality of fields, each of which contains the FSO transaction-related data, the method 
comprising: displaying a plurality of field identifiers on a display screen of a monitor, 
wherein the monitor is in data communication with the computer system, a first memory, 
and a second memory, wherein each of the displayed field identifiers identifies a 
respective field in each of the FSO transaction-related data; selecting a plurality of the 
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displayed field identifiers (col. 5, lines 46-56, col. 6, lines 5-25, and fig. 1 and 2); storing 
the selected plurality of field identifiers in the first memory (col. 6, lines 5-9, col. 7, lines 
53-67, col. 8, lines 1-27, and col. 11, lines 1-3). Zaiken failed to teach, wherein the 
computer system is configured to receive a first FSO transaction related data, wherein 
the computer system is configured to read the selected plurality of field identifiers from 
the first memory in response to the computer system receiving the first FSO transaction- 
related data, wherein the computer system is configured to access and read a first 
processing parameter from the second memory using FSO transaction related data 
contained in fields of the first FSO transaction-related data that are identified by the 
selected plurality of field identifiers read from the first memory, and wherein the 
computer system is configured to process the first FSO transaction-related data and the 
first processing parameter. 

Kanai teaches, wherein the computer system is configured to receive a first FSO 
transaction related data, wherein the computer system is configured to read the 
selected plurality of field identifiers from the first memory in response to the computer 
system receiving the first FSO transaction-related data, wherein the computer system is 
configured to access and read a first processing parameter from the second memory 
using FSO transaction related data contained in fields of the first FSO transaction- 
related data that are identified by the selected plurality of field identifiers read from the 
first memory, and wherein the computer system is configured to process the first FSO 
transaction-related data and the first processing parameter (col. 1, lines 31-39, col. 15, 
lines 8-62, col. 17, lines 58-67, col. 18, lines 1-18, and col. 19, lines 14-38). It would 
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have been obvious to one having ordinary skill in the art at the time the invention was 
made to have a computer system configured to receive a first FSO transaction related- 
data, wherein the computer system is configured to read the selected plurality of field 
identifiers from the first memory in response to the computer system receiving the first 
FSO transaction-related data, wherein the computer system is configured to access and 
read a first processing parameter from the second memory using FSO transaction - 
related data contained in fields of the first FSO transaction-related data that are 
identified by the selected plurality of field identifiers read from the first memory, and 
wherein the computer system is configured to process the first FSO transaction-related 
data and the first processing parameter and to modify in Zaiken in view of Zaiken's 
teachings of field identifiers and key values because such a modification would allow 
Zaiken to have a transaction processing system for executing some kind of processing 
for transactions received from transaction sources. 

As per claim 21, Zaiken teaches, a computer program (col. 6, lines 1-2) and a 
computer system (col. 6, lines 2-5) to perform the steps of claim 21. 

As per claim 26, Zaiken teaches, a carrier medium comprising program 
instructions (col. 6, lines 2-13) to perform the steps of claim 26. 

As per claim 2, Zaiken teaches, The method of claim 1 , further comprising: 
displaying a template on the monitor, wherein the template comprises a plurality of 
fields for receiving data values (10, lines 60-67 and col. 1 1 , lines 1-5); entering a first 
data in a first field of the template (col. 7, lines 42-52); entering the first processing 
parameter in a second field of the template (col. 7, lines 53-59); storing the first 
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processing parameter and the first data in the second memory; wherein the computer 
system is configured to compare the first data stored in the second memory with the 
FSO transaction-related data contained in fields of the first FSO transaction-related data 
that are identified by the selected plurality of field identifiers read from the first memory, 
and wherein the computer system is configured to access and read the first processing 
parameter if the first data compares equally to the FSO transaction related data 
contained in fields of the first FSO transaction-related data that are identified by the 
selected plurality of field identifiers read from the first memory (col. 9, lines 26-41 and 
col. 10, lines 20-34). 

As per claim 3, Zaiken failed to teach, The method of claim 1 , further comprising: 
preparing a first processing key value from data contained in fields of the first FSO 
transaction-related data that are identified by the selected plurality of field identifiers 
read from the first memory, wherein the computer system is configured to access and 
read the first processing parameter from the second memory using the first processing 
key. Kanai teaches, preparing a first processing key value from data contained in fields 
of the first FSO transaction-related data that are identified by the selected plurality of 
field identifiers read from the first memory, wherein the computer system is configured 
to access and read the first processing parameter from the second memory using the 
first processing key (col. 23, lines 28-65). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to prepare a first processing 
key value from data contained in fields of the first FSO transaction-related data that are 
identified by the selected plurality of field identifiers read from the first memory, wherein 
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the computer system is configured to access and read the first processing parameter 
from the second memory using the first processing key. Kanai teaches, preparing a first 
processing key value from data contained in fields of the first FSO transaction-related 
data that are identified by the selected plurality of field identifiers read from the first 
memory, wherein the computer system is configured to access and read the first 
processing parameter from the second memory using the first processing key and to 
modify in Zaiken because such a modification would allow Zaiken to have a type of 
transaction with fields for registering the type of transaction and a value indicating the 
type of transaction. 

As per claim 4, Zaiken failed to teach, The method of claim 3, wherein the first 
processing key value is defined by a plurality of fields which contain copies of data from 
the fields of the first FSO transaction-related data identified by the selected plurality of 
field identifiers read from the first memory. Kanai teaches, wherein the first processing 
key value is defined by a plurality of fields which contain copies of data from the fields of 
the first FSO transaction-related data identified by the selected plurality of field 
identifiers read from the first memory (col. 44, lines 18-31 and lines 60-67 and col. 45, 
lines 1-3 and lines 24-31). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to have the first processing key value is 
defined by a plurality of fields which contain copies of data from the fields of the first 
FSO transaction-related data identified by the selected plurality of field identifiers read 
from the first memory. Kanai teaches, wherein the first processing key value is defined 
by a plurality of fields which contain copies of data from the fields of the first FSO 
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transaction-related data identified by the selected plurality of field identifiers read from 
the first memory and to modify in Zaiken because such a modification would allow 
Zaiken to have a correlation of the information table or a copy of the correlation of the 
information table taken by the correlation management table and transmit the data 
arrangement to the determination unit. 

As per claim 5, Zaiken failed to teach, The method of claim 4, further comprising: 
entering mapping data into the computer system, wherein the mapping data maps each 
of the selected plurality of field identifiers to a respective field of the first processing key 
value, wherein the computer system is configured to place data from each of the fields 
of the first FSO transaction-related data identified by the selected plurality of field 
identifiers into a respective field of the processing key value in accordance with the 
mapping data. Kanai teaches, entering mapping data into the computer system, 
wherein the mapping data maps each of the selected plurality of field identifiers to a 
respective field of the first processing key value, wherein the computer system is 
configured to place data from each of the fields of the first FSO transaction-related data 
identified by the selected plurality of field identifiers into a respective field of the 
processing key value in accordance with the mapping data (col. 48, line 55-67 and col. 
49, lines 1-2 and lines 58-65). It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to enter mapping data into the computer 
system, wherein the mapping data maps each of the selected plurality of field identifiers 
to a respective field of the first processing key value, wherein the computer system is 
configured to place data from each of the fields of the first FSO transaction-related data 
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identified by the selected plurality of field identifiers into a respective field of the 
processing key value in accordance with the mapping data and to modify in Zaiken 
because such a modification would allow Zaiken to transmit the process ID, the data ID, 
the parameter for distinguishing the processing and use of the received data ID as the 
key for the index of the tree structure (mapping the data). 

As per claim 22, This dependent claim is rejected for the similar rationale as 
given above for claim 2. 

As per claim 23, This dependent claim is rejected for the similar rationale as 
given above for claim 3. 

As per claim 24, This dependent claim is rejected for the similar rationale as 
given for claim 4. 

As per claim 25, This dependent claim is rejected for the similar rationale as 
given for claim 5. 

As per claim 27, this dependent claim is rejected for the similar rationale as 
given above for claim 2. 

As per claim 28, this dependent claim is rejected for the similar rationale as 
given above for claim 3. 

As per claim 29, this dependent claim is rejected for the similar rationale as given 
above for claim 4. 

As per claim 30, this dependent claim is rejected for the similar rationale as given 
above for claim 5. 
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Conclusion \ 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Brandt et al (US 5,892,905) disclosed accessing different application programs. 
Perlman & Castagnoli (EP 0 836779B1) disclosed synchronizing information over 
a network. 

Inquiries 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 703-308-7064. 
The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 703-308-1038. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
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Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




E. Colbert 
July 24, 2004 



